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Dear Ryan: 



We are in receipt of a "final" office action (copy enclosed) to your above patent 
application. We must respond by 11/18/2006 or extension fees will accrue. If no 
response is submitted by 2/18/2006, the application will go abandoned. 

Because the action was made "final" our options are limited. Unless we file a continued 
prosecution request with the related fee, we cannot submit further wording amendments 
to the claims, since the examiner can choose to ignore any such amendments on the basis 
of raising new issues. Otherwise, we can request reconsideration based on a perceived 
misunderstanding or technical error of the examiner or file a notice of appeal and later a 
brief etc. The appeal process is rather costly though. 

As regard the application description, the examiner now requires that we include 
amendments to the description text to correlate the words "tiers", "layered", "transects" 
and "first and second cavities" which appear in the claims to the existing disclosure and 
figures. The examiner also objects to claims 24, 26, 32, 33 and 35 under 35 USC §1 12 as 
claiming subject matter that isn't disclosed. Interestingly, he didn't make these 
objections earlier since the language was included in our first amendment; belatedly he 
now has taken a closer look at the art and is structuring his arguments in anticipation of 
an appeal. 

Otherwise, claims 21-39 are pending in the application and all claims have been rejected 
under the art. Claims 21-39 stand rejected as being being obvious under 35 USC §103 
over Wilson in view of Leach and Bender. 



In reviewing the claims, appreciate the examiner considers the broadest context of the 
wording and may cite patents of questionable relevance. He may also argue 
combinations of features found in the patents that would not have been considered, if one 
closely read the references. During the preparation of the response, we must review each 
of the cited patents and look for and amend the claims to highlight differences that negate 
the broad reading of the patents. The submission of arguments to the differences and any 
reasons why the references should not be combined as argued also help to obtain the 
allowance of the application. We therefore suggest you review the action and cited 
references and provide us with any thoughts or comments you may have. 

Wilson is cited for showing all the claimed features, except for a liquid heated 
passageway, an igniter and other appurtenant burner assemblies. 

Leach is cited for showing a liquid passageway which the examiner argues could be 
substituted in to Wilson 1 ^without undue effort or experimentation". The examiner argues 
that we are looking too close to the teachings of Wilson and Leach. Any substitution, 
however, is still dependent upon what is taught from the references. If the modification 
cannot be straight forwardly performed from the references and instead requires undue 
effort or experimentation, then the rejection is improper. 

Bender is cited for showing an igniter and the other missing elements found in a burner 
which the examiner argues can be included with the modified Wilson/Leach to. 

For purposes of responding to the action and as part of a reconsideration request and/or 
placement of the claims in a condition for appeal, we propose to make wording changes 
to the specification to overcome the objections to the use of the words tier etc. at the 
claims. We also propose to substantiate from your description and figures, where support 
is found for the language of claims 24, 26, 32, 33 and 35. We will also consider re- 
addressing our argument to your multi-cavity nozzle support layout which does not 
appear to be taught at Wilson. We will consider possible wording amendments to the 
claims and a continued prosecution request, but believe the examiner's mind is set (hence 
his 12 page action) and are therefore leaning to an appeal. 

After you have considered the matter, please confirm whether you want us to prepare and 
submit such a response and your inclination to an appeal or a delaying effort to maintain 
the "patent pending" status. Please also provide any comments you may have to the 
relevance of the disclosure at the cited patents. We will also attempt to remind you of the 
necessity of responding by way of sending copies of this letter. 
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- 77»e MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

tsponsive to communication(s) filed on 12 June 2006 . 
2a)[2] Ttwaction is FINAL. 2b)D This action is non-final. 

;ince this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 21-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 21-39 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) IEl The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) CD Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) Q Notice of Informal Patent Application (PTO-152) 

6) □ Other . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper NoTMail Date 20060816 
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DETAILED ACTION 



Response to Amendment 
1 . Receipt of applicant's amendment filed 6/1 2/2006 is acknowledged. 



Specification 

2. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: During the course of prosecution applicant has included in the claims 
terminology that was not present as originally filed. This terminology includes the following: 

• The terms: tierfs], displaced tierM or displaced planar tiers (e.g. claims 23, 24, 
and 35). These terms are considered to describe the relationship of the 
passageways (20, 30, and 40) with respect to one another as shown for instance 
in Fig. 2 and the segmented portions of the assembly (1) shown in Figs. 3-6. 
However, these terms have only be considered to show the structure and 
relationship of the passageways to the extent shown in the above noted figures. 

• The term layered (e.g. claim 33). This term is considered to also describe the 
relationship of the passageways (20, 30, and 40) with respect to one another as 
shown for instance in Fig. 2 and the segmented portions of the assembly (1) 
shown in Figs. 3-6 and is considered to be commiserate in scope with the "tier" 
terms noted above. 
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• The phase, transects said second tier (e.g. claim 23, 24). This phrase is 
considered to describe the relationship of passageway (20) shown in Figs. 5 and 6 
which shows that the passageway includes channel (25) that extends vertically 
from the base of the preheat device (1) through what would be the second tier 
that includes passages (30 and 32). However, this phrase has only be considered 
to show the structure and relationship of the passageways to the extent shown in 
the above noted figures. 

• The terms; first cavity and second cavity (e.g. claims 23, 24, 27, 30, 33, 35, 36) 
and distal first cavity (e.g. claim 35). The terms "first cavity" and "distal first 
cavity" is considered to describe the channel (26) shown in Figs. 5 and 6. The 
term "second cavity" is considered to describe the space that receives a portion of 
nozzle (2) (illustrated at least in Figs. 2 and 4). 

Applicant should amend the specification to include the claim terms noted above to identify the 
structures and relationships of applicant's invention in the manner noted by the examiner. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 24, 26, 32, 33 and 35 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 



t 
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was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

• Claim 24 now includes limitations that the first and second cavities are arranged 
to support either a nozzle with only an oil distribution port or a nozzle with an oil 
distribution port and an atomizing port and to selectively locate a nozzle with only 
an oil distribution port to block the second passageway. However, applicant 
disclosure describes only a single nozzle (2). There is no description of 
alternative nozzle arrangements or any variance in how the first and second 
cavities (note above how these cavities are interpreted above) receive the nozzle. 
Further, applicant's Figures only suggest that the nozzle (2) may block the first 
and second cavities and does not include any description of illustration of "only a 
an oil distribution port to block said second passageway" as recited in claim 24. 

• Claims 26 and 35 each recite that the a riser portion that "transects a portion of 
said second passageway." However, neither applicant's specification nor figures 
disclose or describe that the riser portion (e.g. 25, Fig. 6) transects the second 
passageway. Fig. 6 only provides an illustration that the riser portion transects the 
second tier (note the discussion above relating to this phrase as understood to 
correspond to applicant's disclosure). 

• Claim 33 recites that the riser portion "transects a portion of said third 
passageway." However, neither applicant's specification nor figures disclose or 
describe that the riser portion (e.g. 25, Fig. 6) transects the third passageway. Fig. 
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6 only provides an illustration that the riser portion transects the second tier (note 
the discussion above relating to this phrase as understood to correspond to 
applicant's disclosure). 

• Claim 32 recites that a seal isolates heated oil from the second cavity. However, 
as best can be determined, no such seal is described or disclosed in applicant's 
specification or figures. 

• Claim 33 recites that air admitted to the second cavity is sealed from oil admitted 
to the first cavity. However, as best can be determined, no such seal or sealing 
operation is described or disclosed in applicant's specification or figures. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

* 

6. Claims 2 1 -39 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over U.S. Patent 
No. 5,156,139 to Wilson Jr. ("Wilson") in view of U.S. Patent No. 2,976,918 to Leach ("Leach") 
and U.S. Patent No. 5,067,894 to Bender ("Bender"). 

Wilson discloses in the specification and Figs. 1-4 a method of operating an oil burner 
and an oil burner assembly in the same field of endeavor as applicant's invention and similar to 
that described in applicant's claims 21-39. In particular, Wilson shows an oil burner having a 
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manifold constructed of a thermally transmissive material (see abstract), first (22), second (14), 
and third (16) internal passageways, and a supported nozzle (8) having an oil distribution port 
and an atomizing port (see at least col. 2, lines 46-52). Source of oil and pressurized air are 
connected to the first (22) and third (16) passageways respectively and are arranged such that the 
air and oil are heated by a heating element arranged in the second passageway (14) (see col. 5, 
lines 47-48) before being discharged from the nozzle (8) (see at least col. 6, lines 28-42). The 
structural arrangement of the passageways, cavities and the nozzle ports are shown as recited in 
applicant's claims (see at least Figs. 1 and 2, and note cavities 22B and enlarged exit cavity of 22 
and nozzle port 8). 

In regard to the recitation of a seal isolating the heated oil (e.g. claims 32 and 33), 
passageway (22) carrying the heated oil in Wilson is considered to be sealed as recited (see at 
least col. 6, lines 10-27). Further, as the air 

In regard to at least claims 23, 24, 33, and 35, as shown, particularly in Figs. 1 and 2, the 
passageways are considered to be arranged in tiers/displaced tiers/layers as recited. Each of the 
passageways, 16, 22, and 14 are separated from one another and accordingly considered to be 
located in separate tiers/layers. Further, the undulations of passageway (22) (described also as a 
controlled labyrinth, see col. 6, line 60), are considered to represent the convoluted and riser 
portions recited. 

In regard to at least claim 24, as the nozzle (8) of Wilson is expressly noted to be 
moveable/removable (see col. 6, lines 48-50), the first and second cavities of Wilson are 

A 

considered to arranged to selectively locate a nozzle as recited in this claim. 
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In regard to the limitations in the claims of a first passagewaytransecting a portion of a 
second passagewa^or a second tier (at least claims 23, 24, 30, and 32), these limitations are 
considered to be shown by the arrangement of air passageway (16) with fuel passageway (22) 
(see Fig. 1). 

* 

In regard to the recitation of a plurality of atomizing ports (e.g. claim 28), to have 
included additional atomizing ports would be simply a matter of duplicating the atomizing port 
of Wilson. This duplication would serve to provide the expected result of providing a 
duplicative effect of the atomizing of the port of Wilson and is not regarded to patentably 
distinguish applicant's invention. See MPEP 2144.04(VI)(B). 

Wilson possibly does not explicitly show an igniter or step of igniting, a fan and QiLpBmp 
arrangement, and does not show a s ource ofh eg£a] liquid provided to the second passageway. 

In regard to the recitation of an igniter and the step of igniting, the nozzle of Wilson is 
clearly indicated to create a flame (e.g. see abstract), however, there is no detail as to what 
effects the create of a flame. It is well understood in the art that ignition is provided for the 
nozzle of an oil burner via an igniter mounted adjacent the nozzle exit. Support for this assertion 
is found in the reference to Bender. Bender teaches an oil burner assembly in the same field of 
endeavor as both applicant's invention and Wilson. In Bender, the oil is ignited from a nozzle 
via an adjacent igniter (1 07). Therefore, it would have been obvious to a person of ordinary skill 
in the art at the time the invention was made to incorporate the igniter of Bender in the burner of 
Wilson to desirably ignite the fuel and air mixture as it is sprayed from the nozzle (see Bender, 
col. 3, lines 21-23). 
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Bender also clearly shows the presence of a fan/turbine (108) and an oil pump (110). It 
would have been obvious to a person of ordinary skill in the art to modify the oil burner 
assembly of Wilson to incorporate a fan and oil pump as taught in Bender for the desirable 
purpose of providing the air and oil to the burner assembly under pressure (see Bender, col, 2, 
lines 53-55 and col. 3, lines 22-45). 

In regard to claims 28 and 29, to have selected a specific spray pattern of the nozzle (i.e. 
conical or spiral) would be simply a matter of optimizing the spray pattern produced by nozzle of 
either Wilson or Bender. Bender in particular notes that the oil is providing in a helical 
distribution (see col. 4, lines 39). Such optimization is within the skill or one of ordinary skill in 
the art and would be accomplished through routine experimentation. See MPEP 2144.05(II)(A). 
Accordingly, these recitations in the claims are not regarded as patentably distinct. 

In regard to the recitation in the claims of a source of heated liquid and step of providing 
the heated liquid to the second passageway. In Wilson, a passageway is shown that receives a 
heating element but does not go into further detail as to the particulars of this heating element. 
Leach teaches an oil burner assembly in the same field of endeavor as both applicant's invention 
and Wilson. In Leach, shows a device (10) for preheating heavy oil in a oil burning system 
(burner 100 and furnace 101) and method of preheating the oil that includes a body (12) made of 
thermally conductive material and includes an oil passageway (34, 39) and a liquid passageway 
(interior of housing 12) in which, heated in tank (67) is supplied via line (66). Oil passing 
through the oil passageways is heated in order to prevent the oil from becoming to too thick to 
properly flow to the combustion assembly (see col. 1, lines 18-47). 
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Therefore, in regard to claims 21-39 it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to modify the oil heating device of Wilson to 
incorporate a heating means that includes a heating liquid as taught in Leach to desirably provide 
a oil preheating device that is simple in construction and efficient in operation (see Leach, col. 1, 
lines 43-47). Leach specifically notes that an adjacent electrical or gas heating unit (such as 
what appears to be present in Wilson) has a possible disadvantage of not being able to heat the 
oil uniformly (see Leach, col. 1, lines 27-35). Accordingly, a person of ordinary skill in the art 
would reasonably modify the heating element of Wilson to include a heated liquid passageway 
arrangement in the passageway structure (14) of Wilson to obtain the uniform oil heating benefit 
that, as noted above, is recognized in the art to be simple in construction and efficient in 
operation. 



Response to Arguments 
7. Applicant's arguments filed 6/12/2006 have been fully considered but they are not 
persuasive. 

Applicant argues that Wilson discloses only the use of an electric heater. The examiner 
does not agree. As noted above, Wilson describes broadly the use of a "heating element" in Jk**^ 
passage (14) but does not limit this heating element to only an electric heater as asserted by r * ' 
applicant. 

Further, the examiner has admitted that the "heating element" of Wilson does not suggest 
a heated liquid passageway as claimed by applicant. However, the examiner has turned to the 
teachings of Leach to supply the deficiency. As noted above, Leach discloses an oil heating 
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device in the same field of endeavor as Wilson and includes passageways that receive oil, air, 
and a heated liquid (water). Leach further provides a clear suggestion that the use of the liquid 
heated passageway is a improvement over typical prior heating arrangements that include an 
electric or gaseous heater to heat the oil (such as in Wilson). Applicant appears to argue that the 
liquid heated passageway of Leach could not be bodily incorporated into the manifold of Wilson. 
However, the examiner notes that the test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the structure of the primary reference; nor 
is it that the claimed invention must be ejgigSSly-SUggestejJ in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have suggested to those 
of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). In this 
case, combined teaching of Wilson and Leach suggest that in an oil burner assembly a person of 
ordinary skill in the art would reasonably consider that a liquid heated passageway (such as a that 
of Leach) would be substituted for a gas or electric heating element (such as that of Wilson) to 
provide for uniform heating of the fuel oil. 

Applicant also appears to argue that the oil preheating assembly of Leach only suggests a 
displaced liquid preheater assembly. However, in response the examiner notes that the claims 
have been rejected, at least in part, on the combined teachings of Wilson in view of Leach and 
not on Leach alone. One cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). In this case, the examiner considers that Wilson shows an oil burner assembly that is 
similar to that disclosed by applicant. As noted above, the assembly in Wilson includes a 
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manifold with an air passageway, an oil passageway, and a passageway that receives a heating 
device. The heating device is specifically noted to be within the manifold/block (20) (see 
Wilson, col. 5, line 48) and is specifically intended to heat the air and fuel prior to reach the 
nozzle (8) (see Wilson, col. 6, lines 38-43). Turning to Leach, the examiner considers that the 
preheating assembly (10) is analogous to the manifold of Wilson in that it includes a housing 
(12) with an interior air passageway, oil passageway, and a heating passageway that receives a 
heated liquid in order to heat both the oil and air passageways (see Leach, at least col 2, lines 
28-70). The examiner considers that taken together, these references would reasonably suggest 
to a person of ordinary skill in the art to modify the heating element passageway of Wilson (item 
1 4) to incorporated a liquid heating passageway as taught in Leach as the arrangement of such a 
liquid heating passageway in relationship to an oil and air passageway provides for a uniform 
heating of the oil. This uniform heating of oil provided by an interior liquid heating passageway 
being a recognized benefit over the use of a gas or electric heating element, such as that shown in 
Wilson, which causes the oil to become undesirably thick (see Leach, col. 1, lines 18-34). 

Applicant also appears to suggest that the teachings of Bender have been misapplied, 

stating; 

"Bender is cited for showing an igniter 107, a fan/turbine 108, and oil pump 110 which 
the examiner conveniently combines with Wilson and/or Leach to and argues obviates 
applicant's claims." (applicant's response, p. 1 1) 

It is unclear from this statement is applicant is asserting that the igniter, fan, and oil pump recited 

in applicant's claims patentably distinguish applicant's invention. However, the examiner notes 

« 

that each of these elements identified are present in Bender, which is analogous art to applicant's 
invention. Further, these elements provide the identical expected functionality as the 
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corresponding elements of applicant's claims. Accordingly, Bender is considered to properly 
teach that for which it has been cited. 

Accordingly, applicant's claims 21-39 are not considered to patentably distinguish 
applicant's invention over the prior art of record. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Josiah Cocks whose telephone number is 
(571) 272-4874. The examiner can normally be reached on weekdays from 8:00 AM 
to 5:30 PM. 



